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Amendment 

IN THE CLAIMS 

Please amend claim 1 to read as follows: 



-I. (Three times amended) A\nethod for detecting the presence or absence of 
Ql\ breast cancer in a non-lactating subject>ramprising determining whether or not 

} mammary gland sodium/iodide symporte^f mgNIS) is expressed in breast tissue of the 
/ i/* ub j ect usin S 311 a S ent that binds ^ mgNIS, Vrfierein 

/ y\ binding of the agent in the breast tissue^ indicative of expression of mgNIS in the 

X^/ breast tissue and 

expression of mgNIS in the breast tissue is ii^dicative of the presence of breast 
cancer in the subject, and no expression of mgNIS in % breast tissue is indicative of the 
absence of breast cancer in the subject.- 



Remarks 

After entry of the amendment filed on April 12, 2002, claims 1, 2, 4-9 and 29 are 
pending in this case. Claim 1 is further amended to more particularly point out and 
distinctly claim the invention. Specifically, claim 1 is amended to eliminate the 
limitation "specifically and selectively", and to add a phrase that recites that binding of 
the agent is indicative that mgNIS is expressed in breast tissue. Although applicants 
believe that the skilled artisan would understand, without addition of that phrase, that 
binding of the agent is indicative that mgNIS is expressed, the added phrase eliminates 
any possible ambiguity in that regard. Applicants also believe that the addition of that 
phrase would resolve a possible rejection under 35 U.S.C, 112, second paragraph as 
discussed on page 6 of the Advisory Action of June 4, 2002, since the added phrase 
further makes claim 1 recite a positive process step that clearly relates back to the 
preamble. 
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2002 " PP " ranB ; PPredaK * e ™— discussion in the Advisory Aaion of June 4 
2002 regarding the proposed (unenMred) ^ dataj ■ 

- the amendment was not ^ Ae Exambiff ^ ^ that, 

daemon about the proposed amendments, and Exarmner Rawli lss 
apprecated as moving the case forward. 

Applicants note that the phrase "specificaily and seiecnVeiy has been eliminated 
from claim 1, and that "binds to m<rMT<:» fi^ wumnatea 
9 lines 19 20 ru 7 * ** s P ecific ^on at least at page 

in 2 J Sh °^ d ^ eUminate — to new matter rid 

in the Advisory Action at page 5. 

Regarding the discussion in the Advisory Acta, about the prior art, applicants 
d,agree wrth the Caramon of the prtor an as assened ,„ make rhe ci 7l 
anttcrpated or obvious. Apphcants note tha, the combination of references do not teach 
- suggest eve,, limitation of the Cairns, since none of the references cited teach o 
^ - — - of -Tcpertechnetate couid be used m a method for d 
presence or absence of breast carreer, but a, most suggest tha, the method couf" b7 
-ed m coronation of a diagnosis of breast cancer. Since none of the referenced , ac h 
^ import™ hmitation of the Cairns, applicants beheve tha, the oZ Zl 

(Fed. Qr. 1991), Apphcants also note the following quot e from MPEP 2142- 

references memsete or inZ SfTT " motivat "»>. *"er in the 
ordinary skill ta the S. « T T aVaflable t0 <™ <* 

teachings. Second there mu°,1^> ".IT " '° combilK * et «°™ 
Finally, the pn"r art refer^™ , 7""* fetation of success. 

or suggest SdtSj^ *" °- bta «0 ™ «* 

Here, applicants assen that aji of the Cairn limitations are not taught or suggested 
- *e pnor an, since there is no suggest m any of the Cted references!, 
accusation of radioactivity couid be used m a method ,„ d^ breast cancer ine 
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dear that, to sustain an nh* However, the above quote make 

dataed method can be ujl , **** Umitati0 " *» 

8 oi tne claim amendment and the above discuwinn a „ i- 
request reconsideration and withdrawal of p., ■ CUSS1 ° n ' appIlCants «P«fulfr 

allowance Should ther, ° f K ^ 10ns P-Wge of the claims to 



Respectfully submitted, 

AMSTER, ROTHSTEIN & EBENSTE1N 
Attorneys for Applicant 
90 Park Avenue 

New York, New York 10016 
(212) 697-5995 



Dated: New York, New York 
July 10, 2002 




Elie H. Gendloff 
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'^ked-UpCI^AmendedinReplyofj^jo^ 
*y L j enI APPkcaUon No. 09/519 959 

\ F m Un<lerli " ed mi deletions are bracketed 

breast ea riiies amended) A method for detecting the presence or absence of 

breast cartcer ,„ a non-iactating subject, comprising detenmmng whether or not 
™™y giand sodiunviodide shorter CmgNIS, is expressed in breast tissue of the 
-*« « agent that .specify M d selective,* bmds ,0 mg MS> wherel „ 

the breast ti«i^ ^ M^mo m 



cancer m the subject, and no egression of mg N ,S m the breast tissue is indica^ fl 
absence of breast cancer in the subject. 

or ,„ J' ^ ° f Wherei " e — * * *™ 

4- The method of Cairn 3, wherein the agent is ,aj,eled ^ . teectable marte 
5. The method of Claim 3, wherein the agent is an artUbody. 

marker. ^ ^ ^ " ^ * a detectabie 

7. The method of Cairn 1, „ here in the expression of mg NIS is detected using at 

8. ^^"fdaimT.whereinthenucieicacidprobeisDNA^RNA,. 
detec,abLl:*" 0fC, "" 7 '" herehth "*-^-'-«-a 

29. The method of claim 7, wherein the nucleic acid probe is UNA. 
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